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DETAILED ACTION 



Response to Amendment 



1. 



Claims 1 - 10 are pending. 



2. 



Previous § 1 12 rejections withdrawn due to amendments. 



Response to Arguments 



3. Applicant's arguments filed 7/19/05 have been fully considered but they are not 
persuasive. 

With respect to applicant's arguments on page 12 that neither of the references teach the 
new limitation. 

In reply, Mori teaches printing a print sheet in a position of associated block information 
(e.g. Fig. 10, wherein a blank image is printed in the position of block SP14) not present in a 
desired result (the block information, whatever internal code designating the block [e.g. 
parameters, positions, for printing discussed in col. 8 lines 60-64], is not printed in the desired 
result shown in Fig. 10). Therefore, Mori does teach the new limitation and the rejection is 
maintained. 



The following is a quotation of the first paragraph of 35 U.S. C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 



Claim Rejections - 35 USC § 112 



The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 1, 2, 4, 5, and 7 - 10 are rejected under 35 U.S.C. 1 12, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

Applicant has indicated in remarks and telephone interview dated 10/27/05 that pages 56- 
57 and figures 45-47 teach the new amendment ideas of claims 1, 2, 4, 5, and 7-10. 

• Fig. 45 is described as a common result (page 56, paragraph starting with Tor 
example, 5 ). 

• Fig. 46 is described as a result when an album doesn't have a title list (page 56, paragraph 
starting with 'However,'). 

• Fig. 47 is described as a result when a blank area is printed in the place of the missing 
title list (bottom page 56 - top page 57). 

None of these are described as a * desired result' and thus any of them could be. 

A reading suggests that Fig. 47 allows the 'moving forward' of Fig. 46 to be avoided, and 
thus possibly may be the desired result. But if Fig. 47 is the desired result, the position of block 
information that includes the blank image (lower left) is present in the desired result. Further, 
the top paragraph on page 47 talks about the printer receiving the capture command (having the 
control information) and printing the image in the corresponding place. Thus, the capture 
command would include control information to print the blank image in the lower left and the 
position would be in a desired result. 
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Further, there is no block information discussion on these pages to further give light to 
what a position of associated block information may be. 

After also reviewing the rest of the specification, Examiner has determined that there is 
inadequate support for the amendments to claims, 1, 2, 4, 5, and 7 - 10 in the original disclosure 
and thus the amendments introduce new matter. 

5. Claims 1, 2, 4, 5, and 7 - 10 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it pertains, 
or with which it is most nearly connected, to make and/or use the invention. The specification 
does not enable one skilled in the art to develop control information that includes printing a 
blank image on a print sheet in a position of block information that not present in a desired 
result. It does enable one skilled in the art to print blank areas on a print sheet (see bottom of 56 
and top of 57 - 'sets a capture command as shown in Fig. 48 in accordance with the operation 
input from the user. . . the printer device 5 having received the capture command thus set, makes 
a blank in the corresponding area on the basis of the setting'. This shows enabling disclosure for 
generating control information including the printing of a blank image in an area of the page that 
has been set (thus is desired). No enabling disclosure has been found for printing a blank image 
in a not desired area. 

6. Claims 1, 2, 4, 5, and 7 - 10 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. These claims include the language 'in a position of associated 
block information that is not present in a desired result' . It is unclear and indefinite what the 
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pronoun 'that' describes. Is the blank image not present in a desired result? Is the block 
information not present in a desired result? Is the position of the block image not present in a 
desired result? 

Examiner } s note: Applicant indicated in interview dated 10/27/05 that future amendments 
would include the elimination of the phrase 'that is 7 from the claims, and thus in the art 
rejections below the claims will be interpreted in this way. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1, 2, 4, 5, and 7-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mori (US 641 1400) in view of Fukunaga et al. (US 6603737) hereafter referred to as Mori 
and Fukunaga. 

Regarding claim 1 . Mori teaches an image processing device (host computer 300 as 
shown functionally in Figs. 2 and 3) comprising: 

image processing means (CPU 1; col. 4 lines 51-53) for performing image processing 
on an image signal inputted from outside (image data can be inputted from external memory 
1 1 for print preparation) and generating image data (graphic engine 202 as shown in Fig. 3 is 
controlled by the CPU and takes an image signal and rasterizes it into image data for printing and 
then sends the data to the printer driver 203; col. 4 line 54 and col. 6 lines 42-44); 
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control information generation means (printer driver 203; col. 6 lines 25-27) for 
generating control information (control commands for the printer discussed in col. 6 lines 48- 
51) including information indicating the number of print images on one page of a print 
sheet (Fl 1 in Fig. 9 shows a clear example of information indicating the number of print images 
on one page; col. 9 lines 38-52, wherein N is the number of print images on one page); and 

output means (system spooler 204 as shown in Fig. 3 outputs image data and control 
information to the printer for controlling the printing of the printer, wherein the actual physical 
device sending the data over the interface 21 is the printer controller 8) for including the image 
data generated by the image processing means and the print control information generated 
by the control information generation means and outputting to a printing device (outputting 
data to the printer; col. 1 lines 55-56); 

the control information generation means generating print control information 
including information which includes a blank image in the image to be printed on the print 
sheet (Fig. 8 step 3, Fig. 10 spaces SP11, SP12, SP13, SP14, Fig. 11, Fig. 13; col. 1 lines 56-57 
and throughout - in the invention of Mori, a user can select to include blank pages along with 
image pages in order to allow for notes to be taken, this blank page can be completely blank or 
have blank spaces in it as shown in Fig. 1 1, this blank page information then must be sent along 
with the rest of the print job to be printed on the sheet [examples shown in Fig. 10 and 12]) in a 
position of associated block information (e.g. Fig. 10, wherein a blank image is printed in the 
position of block SP14) not present in a desired result (the block information, whatever 
internal code designating the block [e.g. parameters, positions, for printing discussed in col. 8 
lines 60-64], is not printed in the desired result shown in Fig. 10). 
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While Mori teaches the sending of data to and from a printer in Fig. 2 through a 
predetermined communication medium [col. 1 line 12] bi-directional [col. 5 line 17] interface 21, 
Mori does not specifically teach that this interface be the IEEE (the Institute of Electrical and 
Electronics Engineers) 1394 standard which utilizes packets for sending data. 

Fukunaga teaches interfacing between a computer and a printer via the IEEE 1394 
standard (Fig. 1 A; col. 1 lines 42-50) which utilizes packets for sending data (packet example 
shown in Fig. 13). 

It would have been known obvious to one of ordinary skill in the art to use the IEEE 1394 
standard as the interface of Mori. The motivations for doing so include the facts that IEEE 1394 
is fast, smart, and an industry standard. Because it is an industry standard, it would be 
advantageous for an inventor to include its functionality in order for the invention to 
communicate with other devices on the market. Further, since it is an industry standard, it is well 
adopted by large companies and would have been well known to those of ordinary skill in the art. 

Regarding claim 2 , the apparatus elements of Mori in view of Fukunaga as combined as 
obvious in the rejection of claim 1 perform all of the method steps of method claim 2. Thus, 
claim 2 is rejected for the same reasons as stated in the rejection of claim 1 above. 

Regarding claim 4 , Mori teaches a printing device (printer 1500 shown physically in 
Fig. 1 and functionally in Fig. 2) comprising: 

input means (input section 18, which accepts print data and printer control information 
from the host computer) to which image data and print control information including 
information the number of pages on one page of a print sheet (Fl 1 in Fig. 9 shows a clear 
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example of information indicating the number of print images on one page; col. 9 lines 38-52, 
wherein N is the number of print images on one page) and information indicating the 
inclusion of a blank image in the image to be printed on the print sheet (Fig. 8 step 3, Fig. 10 
spaces SP1 1, SP12, SP13, SP14, Fig. 1 1, Fig. 13; col. 1 lines 56-57 and throughout - in the 
invention of Mori, a user can select to include blank pages along with image pages in order to 
allow for notes to be taken, this blank page can be completely blank or have blank spaces in it as 
shown in Fig. 1 1, this blank page information then must be sent along with the rest of the print 
job to be printed on the sheet [examples shown in Fig. 10 and 12]) are inputted; and 

printing means for printing an image represented by the image data inputted to the 
input means in accordance with the print control information (printer engine 17 performs the 
actual printing in accordance with print information; col. 5 lines 61-62); 

the printing means setting an image area to be printed on the print sheet as a blank 
area in the case where the print control information including information indicating 
inclusion of a blank page is inputted (print sheet including blank page is shown in Figs. 6, 10, 
and 12 in the cases where blank page information is inputted) in a position of associated block 
information (e.g. Fig. 10, wherein a blank image is printed in the position of block SP14) not 
present in a desired result (the block information, whatever internal code designating the block 
[e.g. parameters, positions, for printing discussed in col. 8 lines 60-64], is not printed in the 
desired result shown in Fig. 10), 

While Mori teaches the sending of data to and from a printer in Fig. 2 through a 
predetermined communication medium [col. 1 line 12] bi-directional [col. 5 line 17] interface 21, 
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Mori does not specifically teach that this interface be the IEEE (the Institute of Electrical and 
Electronics Engineers) 1394 standard which utilizes packets for sending data. 

Fukunaga teaches interfacing between a computer and a printer via the EEEE 1394 
standard (Fig. 1 A; col. 1 lines 42-50) which utilizes packets for sending data (packet example 
shown in Fig. 13). 

It would have been known obvious to one of ordinary skill in the art to use the IEEE 1394 
standard as the interface of Mori. The motivations for doing so include the facts that IEEE 1394 
is fast, smart, and an industry standard. Because it is an industry standard, it would be 
advantageous for an inventor to include its functionality in order for the invention to 
communicate with other devices on the market. Further, since it is an industry standard, it is well 
adopted by large companies and would have been well known to those of ordinary skill in the art. 

Regarding claim 5 , the apparatus elements of Mori in view of Fukunaga as combined as 
obvious in the rejection of claim 4 perform all of the method steps of method claim 5. Thus, 
claim 5 is rejected for the same reasons as stated in the rejection of claim 4 above. 

Regarding claim 7 , Mori teaches an image printing system (Fig. 2) comprising: 
an image processing device (host computer 300 as shown functionally in Figs. 2 and 3) 
including 

image processing means (CPU 1; col. 4 lines 51-53) for performing image processing 
on an image signal inputted from outside (image data can be inputted from external memory 
1 1 for print preparation) and thus generating image data (graphic engine 202 as shown in Fig. 
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3 is controlled by the CPU and takes an image signal and rasterizes it into image data for printing 
and then sends the data to the printer driver 203; col. 4 line 54 and col. 6 lines 42-44); 

control information generation means (printer driver 203; col. 6 lines 25-27) for 
generating control information (control commands for the printer discussed in col. 6 lines 48- 
51) including information indicating the number of print images on one page of a print 
sheet (Fl 1 in Fig. 9 shows a clear example of information indicating the number of print images 
on one page; col. 9 lines 38-52, wherein N is the number of print images on one page); and 

output means (system spooler 204 as shown in Fig. 3 outputs image data and control 
information to the printer for controlling the printing of the printer, wherein the actual physical 
device sending the data over the interface 21 is the printer controller 8) for including the image 
data generated by the image processing means and the print control information generated 
by the control information generation means and outputting to a printing device (outputting 
data to the printer; col. 1 lines 55-56); 

the control information generation means generating print control information 
including information which includes a blank image in the image to be printed on the print 
sheet (Fig. 8 step 3, Fig. 10 spaces SP11, SP12, SP13, SP14, Fig. 11, Fig. 13; col. 1 lines 56-57 
and throughout - in the invention of Mori, a user can select to include blank pages along with 
image pages in order to allow for notes to be taken, this blank page can be completely blank or 
have blank spaces in it as shown in Fig. 11, this blank page information then must be sent along 
with the rest of the print job to be printed on the sheet [examples shown in Fig. 10 and 121) in a 
position of associated block information (e.g. Fig. 10, wherein a blank image is printed in the 
position of block SP14) not present in a desired result (the block information, whatever 
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internal code designating the block [e.g. parameters, positions, for printing discussed in col. 8 
lines 60-64], is not printed in the desired result shown in Fig. 10); and 

a printing device (printer 1500 shown physically in Fig. 1 and functionally in Fig. 2) 
including 

input means (input section 18, which accepts print data and printer control information 
from the host computer) to which image data and print control information including 
information the number of pages on one page of a print sheet (Fl 1 in Fig. 9 shows a clear 
example of information indicating the number of print images on one page; col. 9 lines 38-52, 
wherein N is the number of print images on one page) and information indicating the 
inclusion of a blank image in the image to be printed on the print sheet (Fig. 8 step 3, Fig. 10 
spaces SP11, SP12, SP13, SP14, Fig. 11, Fig. 13; col. 1 lines 56-57 and throughout - in the 
invention of Mori, a user can select to include blank pages along with image pages in order to 
allow for notes to be taken, this blank page can be completely blank or have blank spaces in it as 
shown in Fig. 11, this blank page information then must be sent along with the rest of the print 
job to be printed on the sheet [examples shown in Fig. 10 and 12]) are inputted; and 

printing means for printing an image represented by the image data inputted to the 
input means in accordance with the print control information (printer engine 17 performs the 
actual printing in accordance with print information; col. 5 lines 61-62); 

the printing means setting an image area to be printed on the print sheet as a blank 
area in the case where the print control information including information indicating 
inclusion of a blank page is inputted (print sheet including blank page is shown in Figs. 6, 10, 
and 12 in the cases where blank page information is inputted). 
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While Mori teaches the sending of data to and from a printer in Fig. 2 through a 
predetermined communication medium [col. 1 line 12] bi-directional [col. 5 line 17] interface 21, 
Mori does not specifically teach that this interface be the IEEE (the Institute of Electrical and 
Electronics Engineers) 1394 standard which utilizes packets for sending data. 

Fukunaga teaches interfacing between a computer and a printer via the BEEE 1394 
standard (Fig. 1A; col. 1 lines 42-50) which utilizes packets for sending data (packet example 
shown in Fig. 13). 

It would have been known obvious to one of ordinary skill in the art to use the IEEE 1394 
standard as the interface of Mori. The motivations for doing so include the facts that IEEE 1394 
is fast, smart, and an industry standard. Because it is an industry standard, it would be 
advantageous for an inventor to include its functionality in order for the invention to 
communicate with other devices on the market. Further, since it is an industry standard, it is well 
adopted by large companies and would have been well known to those of ordinary skill in the art. 

Regarding claim 8 . the apparatus elements of Mori in view of Fukunaga as combined as 
obvious in the rejection of claim 7 perform all of the method steps of method claim 8. Thus, 
claim 8 is rejected for the same reasons as stated in the rejection of claim 7 above. 

Regarding claim 9 . the apparatus elements of Mori in view of Fukunaga as combined as 
obvious in the rejection of claim 1 perform all of the program steps of recording medium having 
a program stored therein claim 9. Further, Mori teaches in col. 1 lines 13-15 and 61-62 that the 
invention provides for a storage medium for storing a computer readable program to perform the 
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data processing methods of Mori. Therefore, claim 9 is rejected for the reasons stated in the 
rejection of claim 1 as implemented as a program. 

Regarding claim 10 . the apparatus elements of Mori in view of Fukunaga as combined as 
obvious in the rejection of claim 4 perform all of the program steps of recording medium having 
a program stored therein claim 10. Further, Mori teaches in col 1 lines 13-15 and 61-62 that the 
invention provides for a storage medium for storing a computer readable program to perform the 
data processing methods of Mori. Therefore, claim 10 is rejected for the reasons stated in the 
rejection of claim 4 as implemented as a program. 

Allowable Subject Matter 

8. Claims 3 and 6 are allowed. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Relph (US 6092171) teaches a system and method for using a memory management 
unit to reduce memory requirements including setting a memory address to 0 when there is a 
blank page and Nishikawa et al. (US 20050052662) teaches a printing control method and 
apparatus, see specifically figures 5, 18, 21, and 24 and their corresponding descriptions. 

10. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1. 136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lucas Divine whose telephone number is 571-272-7432. The 
examiner can normally be reached on Monday - Friday, 7:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Moore can be reached on 571-272-7437. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Lucas Divine 
Examiner 
Art Unit 2624 



